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closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
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7) D Claim(s) is/are objected to. 
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Application Papers 
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1 The response provided by the applicant has been read and given careful consideration. 
Responses to the arguments offered by the applicant are presented after the first rejection to 
which they are directed. 

2 The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

3 Claims 1 1,12,14 and 16 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Tamura et al/792. 

Tamura et al. '792 teaches optical recording media such as example 1-18 which mixes a 
cyanine dye (201) with a polymethine coloring agent coated on a polycarbonate substrate and 
dried. (1-1 is at column 28 and 1-18 is at column 31) The addition of other dyes, such as cyanine, 
phthalocyanine, xanthene dyes and stabilizers to the recording layer is disclosed. (25/15-26/26) 
The use of binders, including ethyl cellulose and nitrocellulose is disclosed. (26/61-65) The 
addition of plasticizers, surface active agents and the like to improve the film forming properties 
and stability of the coated film is disclosed. The examiner notes that the dispersants are 
surfactants (26/66-27/5) The use of various coating methods is disclosed. (27/12-23). The drying 
of the recording medium is disclosed in the examples. The use of underlayers between the 
support and the recording layer to protect the substrate from coating solvents and increase 
adhesion of the recording layer is disclosed. These may be 5-100 nm in thickness. The use of 
various resins is disclosed, including UV curing resins, thermosetting resins, vinyl resins; 
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silicones, silica (silicon dioxide), liquid rubber (latexes) and thermoplastic resins. (27/30-53) 
Useful coating solvents are disclosed. (26-48) Useful substrates are also disclosed. (25/12-14). 
The formation of a air sandwich structure where two media are bonded together with an air gap 
or alternatively bonded directly to each other via a protective layers is disclosed. (27/66-28/7) 

It would have been obvious to add a binder, a plasticizer and a stabilizer to the 
composition of example 1-18 of Tamura et al. '792 based upon the disclosure that these are 
desirable additives to the recording layer and to use a primer such as a thermosetting resin to 
increase the adhesion and the resistance of the substrate to damage from the coating solvents 
based upon the direction to do so. Additionally, it would have been obvious to form a dual 
recording layer media, using the air sandwich or bonded directly together via their protective 
layer to double recording capacity of a single medium. 

The applicant argues intended use. The examiner notes that the claims are tot he article 
or methods of making it. The issue of how it is used is not relevant to the claims at hand unless 
it was impossible to use them in the manner described. This is clearly not the case. The 
rejection stands. 

The applicant argues that polymethine dyes do not fluoresce, but misses the point as a 
cyanine dyes is also described in that reference in the cited example 1-18. Cyanine dyes are 
disclosed as fluorescent within the specification on page 5 at line 10. Cyanine dyes are actually a 
type of polymethine dyes, due to the presence of a polymethine linkage between the terminal 
groups, so the applicant's representative is also incorrect in the broad brush assertion that 
polymethine dyes are not fluorescent. The examiner notes that the dye on page 4 of JP 63- 
195838 is a polymethine dye and the abstract of the reference specifically describes the use of 
fluorescent dyes. The examiner notes that the claims are to the article, the coverage sought is for 
that article irrespective of use. The examiner adds that the assertion that the reference does not 
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disclose fluorescent dyes is without merit based upon the disclosure in the instant specification 
on page 5 at line 10 and WO 99/243527. This is an inherent property, irrespective of if it is used 
with respect to the operation of the optical recording medium. The applicant neglects the fact 
that to fluoresce, light must be absorbed and therefore the use of transmittance or reflectance 
measurements at the laser wavelength, would be an acceptable means top determine the state of 
the cyanine dye. The emission does not affect the absorption of the light any differently than 
other relaxation means would. The absorption occurs first. 

In response to the arguments of 01/21/2004, the examiner is aware of the requirements 
for formulating a rejection based upon obviousness. The examiner notes that the claims rejected 
under this heading are directed to the medium, irrespective of how it is used. The language 
". . ..at least one of the substrate, the fluorescent composition and the primer layer comprises a 
material providing effective adhesion ...so as to prevent formation on [sic, of] an interlayer 
boundary of non- fluorescent poly-molecular associates of fluorescent dyes causing quenching of 
fluorescence" means that the materials of the substrate, fluorescent layer or primer layer prevent 
di-, tri- or poly- mer dye aggregates/associates (see specification on page 4 at lines 4-7, which 
describes high molecular compounds, plasticizers and other ingredients as performing this 
function). Useful polymers, including cellulosics, vinyl resins, acrylic resins and plasticizers are 
disclosed in page 5 at lines 12-20 of the instant specification. The applicant argues that no 
motivation is provided to modify the reference. 

The use of binders, including ethyl cellulose and nitrocellulose is disclosed (26/61-65) 
and the general addition of binders is disclosed as improving the film forming properties and 
stability of the coated recording film. The addition of plasticizers, surface active agents and the 
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like to improve the film forming properties and stability of the coated film is disclosed. These 
modifications would seem to be desirable based upon these disclosures and therefore motivation 
is clearly present in the reference to add binders and plasticizers and the applicant has not shown 
any criticality in the materials beyond mentioning a few in the instant specification. The 
examiner notes that the dispersants are surfactants and are disclosed as having similar benefits 
(26/66-27/5). The claims merely require adhesion between the layers and specifically point to the 
materials contributing to the adhesion as being part of the primer, substrate or recording layer. 
The binders, and to a lesser degree any other additives, would be expected to prevent association 
of the dyes by dilution/occupying the intervening space between the dyes in the layer. This may 
be embraced by the "improving the film forming properties and stability of the film" discussed in 
the reference. Additionally, the use of underlayers between the support and the recording layer 
to protect the substrate from coating solvents and increase adhesion of the recording layer is 
disclosed (ie primer layers). There may be a criticality to the materials providing the 
adhesion and preventing aggregation as argued by the applicant, but data supporting such 
an assertion is not in the record. The rejection stands. 

4 Claims 1 1-14 and 16-18 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Tamura et al/792, in view of Sasakawa et al. '094. 

Sasakawa et al. '094 teaches the coating of optical recording media where the drying 
includes heating up to 100 degrees C. (8/1-3) Useful solvents are disclosed. (4/20-6/25). The use 
of polyvinyl chloride resins as substrate materials is disclosed. (3/7-12). The addition of soluble 
resins, such as ethyl cellulose, acrylic resins and various vinyl resins is disclosed. (7/1-1 1) 
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In addition to the basis provide above, the examiner holds that it would have been 
obvious to modify the process of Tamura et al/792, by drying at 100 degrees C based upon the 
direction within Sasakawa et al. '094 that this is known in the art and produces useful optical 
recording media with a reasonable expectation of success. 

The rejection stands for the reasons provided above without further response as no 
additional arguments were directed at this rejection. 

5 Claims 11-14 and 16-18 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Tamura et al. c 792, in view of Sasakawa et al. '094 and further in view of Sato et al. '554. 

Sato et al. 6 554 teaches with respect to example 8 in column 10 a recording medium 
formed from a cyanine dye and a plasticizer coated from a solvent. Useful plasticizers are 
disclosed (5/10-44). The addition of antioxidants, such as nickel complexes is disclosed. (3/31- 
35). The addition of a binder is disclosed (3/27-35 and 3/57-4/10) and these may be selected 
from materials disclosed as useful in forming the protective layer, including various vinyl resins, 
acrylic resins, and cellulose derivatives . (3/27-31 and 3/57-4/8). The use of an undercoat layer 
is also disclosed. (7/8) Useful substrates are also disclosed, including polycarbonate, polyvinyl 
chloride and polyethylene resins. (2/4-15) Other useful dyes including phthalocyanine dyes are 
disclosed. (2/39-46) 

In addition to the basis provided above, it would have been obvious to use other binders 
disclosed as useful, such as polyvinyl chloride as taught by Sato et al. '554,in the invention of 
Tamura et al. c 792 and Sasakawa et al. '094, based upon the disclosure of equivalent function. 

The rejection stands for the reasons provided above without further response as no 
additional arguments were directed at this rejection. 
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6 Claims 1 1-18 are rejected under 35 U.S.C. 103(a) as being unpatentable over Tamura et 
al. c 792, in view of Sasakawa et al. '094 and further in view of Sato et al. '554 and Suzuki 6 574. 

Suzuki '574 teaches cyanine dyes such as those disclosed in column 32 as useful in 
optical recording media. Useful solvents include diethylene glycol (38/42-43). 
In addition to the basis provided above, it would have been obvious to use other solvents, such as 
diethylene glycol as taught by Suzuki '574,in the invention of Tamura et al/792, Sasakawa et al. 
'094 and Sato et al. '554, based upon the disclosure of equivalent function. 

7 THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

8 Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Martin J Angebranndt whose telephone number is 571-272-1378. 
The examiner can normally be reached on Monday-Thursday and alternate Fridays. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mark Huff can be reached on 571-272-1385. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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